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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 29 December 2008 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 26.28.30.32-37 and 52-55 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s) 26.28..32-37 and 52. 54-55 is/are rejected. 

7) ^ Claim(s) 30 and both 53's is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/IVIail Date. 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tlie fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/29/2008 has been entered. 

Claim Objections 

Claims 26, 28 30, 32, and 33-37 are objected to under 37 CFR 1 .75(c), as being 
of improper dependent form for failing to further limit the subject matter of a previous 
claim. Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
claim(s) in proper dependent form, or rewrite the claim(s) in independent form. These 
claims depend from claim 52 which is a subsequent claim, not a previous claim. 

MOST IMPORTANTLY, there are two claims "53". Examiner hereby requires 
applicant to cancel all the claims (with the possible exception of claim 52) and present 
new claims (with proper numbering). 
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Specification 

The amendment filed 12/29/2009 is objected to under 35 U.S.C. 132(a) because 
it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: the change at 
page 1 of borium to boron. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 35 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

There is no support for the boron. 
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Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 26, 28, 32-36, 52, 54 and 55 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Edagawa 5260816 in view of Lee 5961682 and Miller 4501602. 
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Edagawa teaches creating a mixture of silicon and rare eartli vapors (col. 2, lines 
27-41 .) As per col. 3, lines 1-3 and col. 2, lines 28-31 the vapors are combined with 
oxygen, thus an oxidant gas is inherently at least partially mixed with the other vapors in 
the flame thereby creating particles. It is inherent that the particles were inherently 
formed by condensing the oxidized vapors which where inherently supersaturated. 

These things are inherent as follows: 1) Edagawa does the same thing that 
applicant does, and thus one would expect the same results. 2) When gases combust 
atoms combine with atoms and if their vapor pressure is above that predicted by 
equilibrium conditions, then the gas will be supersaturated and then condense. With 
Edagawa the silicon-containing gas molecules disassociate and the silicon atom 
combines with oxygen to form a silicon oxide molecule. Such would inherently 
agglomerate with other silicon oxide molecules until particles form. One of ordinary skill 
understands that glass (silicon dioxide) has an extremely low vapor pressure. The only 
way the Edagawa particles could form would be by condensing out of the silicon oxide 
vapors. The same applies to the other oxides. 

There is no chemical phase equilibrium because a glass is formed. The lowest 
energy phase (i.e. equilibrium) is a crystalline structure. Since such is not the result, 
there is no equilibrium. 

The heating of the first reactant is disclose at col. 2, lines 59- 65. As to the 
heating of the rare earth reactant: Edagawa does not disclose whether heat is added; 
nor the use of a specific rare earth compound when admixing vapors. However the 
secondary references teach to heat rare earth compounds to create vapors for dopants. 
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See Lee, col. 7, lines 14-17 and col. 8, lines 33-36, and Miller, col. 9, lines 54-68 and 
col. 4, lines 9-17. It would have been obvious to perform routine experimentation to 
determine the optimal temperature (including adding heat) for the rare earth compound, 
depending upon the compound used and the amount needed to dope. 
Claims 32, 33, 35, 54 and 55 are clearly met. 

Claim 34: it would have been obvious to perform routine experimentation to 
determine the optimal flame characteristics. Examiner takes Official notice that 
temperature is a well-known result effective variable effecting the kinetics and 
thermodynamics of essentially all reactions. It is noted that the claim range 1000 - 2000 
C is a very broad range. Moreover, it is well understood that oxidation is generally 
exothermic and one would reasonably expect that a wide range of temperatures are 
encountered in a flame. 

Claims 26 and 36: see col. 2, lines 56-59 of Edagawa. The flow of the oxygen is 
deemed to be a jet directed to the gas flow - since it oxidizes the reactants it must arrive 
at the gas flow. 

Claim 28 it is clear that the oxygen jet (precombustion) is at a lower temperature 
than the flow during combustion. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in tliis or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 52 and 37 rejected under 35 U.S.C. 102(b) as being clearly anticipated 

by Takahashi 4336049. 

Lanthanum is the rare earth. 



Allowable Subject Matter 

Claims 30, and both claims 53 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 



Response to Arguments 

Applicant's arguments filed 12/29/2008 have been fully considered but they are 
not persuasive. 

It is argued that changing borium to boron corrects the translation. 



From MPEP 2145 Consideration of Applicant's Rebuttal Arguments 

I. ARGUMENT DOES NOT REPLACE EVIDENCE WHERE EVIDENCE IS 
NECESSARY 

Attorney argument is not evidence unless it is an admission, in which case, an examiner 
may use the admission in making a rejection. See MPEP § 2129 and § 2144.03 for a 
discussion of admissions as prior art. 

The arguments of counsel cannot take the place of evidence in the record. In re Schuize, 
346 F.2d 600,602, 145 USPQ 716, 718 (CCPA 1965); In re Geisler, 116F.3d 1465, 
43 USPQ2d 1362 (Fed. Cir. 1997) ("An assertion of what seems to follow from common 
experience is just attorney argument and not the kind of factual evidence that is required to 
rebut a prima facie case of obviousness."). See MPEP § 71 6.01(c) for examples of 
attorney statements wliicli are not evidence and which must be supported by an 
appropriate affidavit or declaration. 
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Applicant's argument tliat sucli is the appropriate correction is not considered 
evidence. As pointed out previously, one of ordinary skill could not tell if the 
appropriate spelling correction would be boron, thorium, barium or something else. 

Applicant's arguments regarding Aslami are moot in light of the new grounds of 
rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Mollenauer, Gelttner and Ruppert are cited as being of general 
Interest. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is (571) 272 
1 191 . The examiner can normally be reached on Monday through Friday, 7:00- 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding Is assigned Is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from tlie 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

John Hoffmann 
Primary Examiner 
Art Unit 1791 

/John Hoffmann/ 

Primary Examiner, Art Unit 1791 



